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Opinion by Walters, Adm nistrative Trademark Judge:
Pucci Corporation has filed an application to

regi ster the mark PUCCI on the Principal Register.' The

1'serial No. 76048785, in International Class 25, filed May 15, 2000,
based on use, alleging use as early as Septenber 3, 1928, and use in
commerce as early as October 5, 1928. A refusal to register the mark on
the ground that PUCCI is primarily nerely a surnane under Section
2(e)(4) of the Trademark Act, 15 U.S.C. 1052(e)(4), was withdrawn after
applicant submtted a claimof acquired distinctiveness under Section
2(f) of the Trademark Act, 15 U.S.C. 1052(f).
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originally-filed application identified the goods as
foll ows:?

Custom tail ored apparel, nanmely, nen’s suits,
tuxedo suits, topcoats, sport coats, sport
trousers and sport shirts, and wonen’s suits,
skirts, topcoats and sport coats, and neckwear
and accessories therefor, nanely silk cravats,
scarfs (sic), mufflers, sweaters, socks and
handker chi ef s.

Subsequent to applicant’s filing of this appeal and the
subm ssion of applicant’s and the Exam ning Attorney’s
briefs, applicant requested and was granted a remand to
amend its identification of goods. The anendnent, which
follows, was accepted by the Exam ning Attorney:
Custom tail ored apparel, nanmely, nen’s suits,
tuxedo suits, topcoats, sport coats, sport
trousers and sport shirts, and neckwear and
accessories therefor, nanely silk cravats,

scarves, nufflers, sweaters, socks and
handker chi ef s.

2 At the Examining Attorney’'s request, applicant added to its
application a claimof ownership of Registration No. 716,896 for the
mar k shown bel ow for “Tail ored apparel, nanely, men’s suits, tuxedo
suits, topcoats, sport coats, sport trousers and sport shirts, and
wonen’s suits, skirts, topcoats and sport coats, and neckwear and
accessories therefore, nanely, silk cravats, scarves, nmufflers,

sweat ers, socks and handkerchiefs.” The registration includes a
statenment that the words CANDI DA PRAECORDI A PUCCI translate into English
as “frankness of heart.”
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The Exam ning Attorney has issued a final refusal to
regi ster under Section 2(d) of the Trademark Act, 15
U.S.C. 1052(d), on the ground that applicant’s mark so
resenbles the mark EM LI O PUCCI, ® previously registered
for “children’s clothing, nanely, |ounge robes, bl ouses,

"4 and “l adies tail ored

shirts, pants, dresses, and jackets

apparel, nanely, dresses, scarves, lingerie, hats,

bat hing suits, skirts, blouses, and slacks,”® that, when

used on or in connection with applicant’s goods, it would

be likely to cause confusion or mistake or to deceive.®
Applicant has appeal ed. Both applicant and the

Exam ni ng Attorney have filed briefs, but an oral hearing

was not requested. We affirmthe refusal to register.

5 The cited registrations contain the statenment “Enmilio Pucci identifies
a living individual whose consent is of record.”

4 Registration No. 1,675,914, issued February 18, 1992, to Enilio Pucc
S.R L., in International Class 25. The registration has been renewed.
Itens deleted by registrant fromthe identification of goods in the
registration are not |isted.

> Registration No. 1,687,909, issued May 19, 1992, to Emilio Pucc

S R L., in International Class 25. The registration has been renewed.
Itens deleted by registrantfromthe identification of goods in the
registration are not |isted.

6 The final refusal also included Registration No. 1,690,242, which

i ssued June 2, 1992, to Emlio Pucci S.R L. for a stylized version of
the mark EM LI O PUCCI for “ladies’ tailored apparel, namely, dresses,
scarves, lingerie, hats, bathing suits, skirts, blouses, slacks and
footwear,” in International C ass 25. However, the registration has
expired and, thus, the refusal is considered nobot with respect to this
regi stration.
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Qur determ nation under Section 2(d) is based on an
analysis of all of the probative facts in evidence that
are relevant to the factors bearing on the likelihood of
confusion issue. See In re E. |. du Pont de Nemours &
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). See al so,
In re Majestic Distilling Company, Inc., 315 F.3d 1311,
65 USPQ2d 1201 (Fed. Cir. 2003). I n considering the
evidence of record on these factors, we keep in mnd that
“[t]he fundanmental inquiry mandated by Section 2(d) goes
to the cunul ative effect of differences in the essenti al
characteristics of the goods and differences in the
mar ks.” Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24 (CCPA 1976). See also In re
Di xi e Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531
(Fed. Cir. 1997); and In re Azteca Restaurant Enterprises,
I nc., 50 USPQ2d 1209 (TTAB 1999) and the cases cited
t herei n.

Appl i cant contends that, while the PUCCI mark may
call to mnd the EMLIO PUCCI mark, the marks are
sufficiently different to avoid confusion; and that the
goods are quite distinct. Regarding the goods, applicant
contends that its clothing is customtailored and sold

only at its Chicago establishnent or by appointnment in
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custoners’ homes;’ that registrant’s clothing is sold
“of f-the-rack” at retail outlets; that both applicant’s
and registrant’s goods are expensive and sold to
sophi sticated consunmers who exercise a high degree of
care; and that applicant and regi strant have coexi sted
for nore than 50 years with no actual confusion.
Applicant submtted copies of two district court
deci sions from an infringenment action involving applicant
(Pucci Corp.) and the cited registrant (Emlio Pucci
S.RL.). The action pertained to the marks herein as
used in connection with perfune. In Emlio Pucci S. R L.
v. Pucci Corp., 2 USPQd 1958 (N.D. IIl. 1987), the court
found three of Pucci Corp.’s four counterclaimcounts
were barred by |aches. Subsequently, at 10 USPQd 1541
(1988), the sanme court granted partial summary judgnent
to Emlio Pucci S.R L., finding that Pucci Corp.’s
remai ni ng countercl aimcount was barred by | aches; that
Emlio Pucci’s registered mark is valid and a likelihood
of confusion exists between the parties’ marks for
perfume; and, thus, that Pucci Corp.’s mark infringes
Emlio Pucci’s mark. The court required Pucci Corp. “to

di splay the nane ‘Lawrence’ prior to the name ‘ Pucci

“In this regard, applicant subnmitted copies of articles about its
products.
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with the same style print and size of letters in
connection with the advertising and sale of its perfunme
anywhere outside of the Chicago nmetropolitan area,” 10
USPQ2d at 1545, and to “include a disclainmer which states
that its product is ‘not associated or related to Emlio
Pucci,’” 10 USPQ2d at 1546.

Applicant states in the case before us that its
counterclaimcounts in the district court proceeding
pertained to the parties’ use of their respective narks
on clothing, and that the “inplication” of the court’s
action in finding the counterclaimto be barred by | aches
was “because the parties’ marks had coexisted for too
|l ong a period to warrant any objection [and that] [n]o
evi dence of actual confusion between the parties’ marks
for clothing was presented, which presumably | ed the
court to believe that the coexistence of the parties’
mar ks coul d continue w thout causing actual confusion
anong consuners.” (Brief, p. 12.) Applicant concl udes
that, in view of the coexistence of the marks for
clothing, applicant is entitled to a registration w thout
a likelihood of consuner confusion.

The Exam ning Attorney argues that the district
court case involving applicant and the cited registrant

is either not relevant or, contrary to applicant’s
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contention, supports a conclusion that confusion is
likely. In particular, he states that, while the marks
in the district court action brought by the cited

regi strant agai nst applicant are the same as those
herein, the cited registrant’s clainms of infringenent
concerned perfunme, whereas clothing was the issue in
applicant’s counterclaimcounts, which were barred due to
| aches. He states, further, that, with respect to
perfume, the district court required applicant to add the
gi ven nanme “Lawence” to its mark PUCCI to avoid

conf usi on.

Wth respect to the case before us, the Exam ning
Attorney contends that the marks are substantially
simlar because both contain the surname PUCCl; that it
is common in the fashion industry for designers to use
only a surnane;® and that “prospective customers are
likely to believe that the PUCCI goods are an additi onal
line of apparel fromthe source of the EM LI O PUCCI
goods.” (Brief, p. 5.) The Exam ning Attorney contends
that the goods are closely related “because various
articles of clothing are commonly narketed and sol d by

the same party under the same mark.” (Brief, p. 8) 1In

8 This statenent is a conclusion that is not supported by any evidence
in the record and, thus, is unpersuasive.
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support of his position, the Exam ning Attorney subnitted
copies of third-party registrations showi ng, in each

i nstance, the same or simlar itenms of men’s and wonen’s
clothing being identified by a single mark. He notes
that applicant’s argunment that the goods are distinct
because applicant is an exclusive clothier whose products
may be purchased only through appointnment in applicant’s
Chi cago establishnent or at custonmers’ honmes is not

rel evant because applicant’s identification of goods is
not so |imted.

We turn, first, to a determ nation of whether
applicant’s mark and the regi stered mark, when viewed in
their entireties, are simlar in terns of appearance,
sound, connotation and comrerci al inpression. The test
is not whether the marks can be distingui shed when
subj ected to a side-by-side conparison, but rather
whet her the marks are sufficiently simlar in terns of
their overall comercial inpressions that confusion as to
t he source of the goods or services offered under the
respective marks is likely to result. The focus is on
the recoll ection of the average purchaser, who normally
retains a general rather than a specific inpression of

trademarks. See Sealed Air Corp. v. Scott Paper Co., 190
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USPQ 106 (TTAB 1975). Furthernore, although the nmarks at
i ssue nust be considered in their entireties, it is well
settled that one feature of a mark nay be nore
significant than another, and it is not inproper to give
nore weight to this dom nant feature in deternm ning the
commercial inpression created by the mark. See In re
Nati onal Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed.
Cir. 1985).

Applicant’s mark is the surnane PUCCI and the
regi stered mark consists of the identical surname PUCCI
preceded by the given name EMLIO. There is no
correspondi ng, but different, given name in applicant’s
mark to distinguish it fromthe registered mark. W find
it likely that either the surname portion of a mark wll
be remenbered nore clearly by prospective purchasers than
the given name portion thereof or that prospective
purchasers will view applicant’s mark as nerely a short-
hand version of the registered mark. Thus, we find these
marks to be substantially simlar and, if used in
connection with the same, simlar or related clothing
products, they are likely to be perceived by prospective
purchasers as identifying product |ines emanating from

t he sane source.
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Turning to consider the goods involved in this case,
we note that the question of |ikelihood of confusion nust
be determ ned based on an anal ysis of the goods or
services recited in applicant’s application vis-a-vis the
goods or services recited in the registration, rather
t han what the evidence shows the goods or services
actually are. Canadian |Inperial Bank v. Wells Fargo
Bank, 811 F.2d 1490, 1 USPQ2d 1813 (Fed. Cir. 1987). See
al so, Octocom Systens, Inc. v. Houston Conputer Services,
Inc., 918 F.2d 937, 16 USPQ2d 1783 (Fed. Cir. 1992); and
The Chicago Corp. v. North American Chicago Corp., 20

UsP@2d 1715 (TTAB 1991). Further, it is a general rule

t hat goods or services need not be identical or even
conpetitive in order to support a finding of |ikelihood
of confusion. Rather, it is enough that goods or
services are related in some manner or that sonme

ci rcunst ances surrounding their marketing are such that
they would be likely to be seen by the same persons under
ci rcunst ances which could give rise, because of the marks
used therewith, to a m staken belief that they originate
fromor are in some way associated with the sane producer
or that there is an associ ation between the producers of
each parties’ goods or services. In re Melville Corp.,

18 USPQ2d 1386 (TTAB 1991), and cases cited therein.

10
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Applicant anmended its identification of goods to
del ete the previously listed items of wonen’ s cl ot hing,
thereby limting its identified goods to specified nmen’s
clothing and accessories. Thus, applicant’s
identification no |onger |ists goods that are identical
to those listed in the cited Registration No. 1,687,909
for the mark EM LI O PUCCI. The question remains, though,
whet her applicant’s identified goods are rel ated or
simlar to those in the cited registrations for,
respectively, specified items of children’s and wonen’s
cl ot hi ng.

The record includes ten third-party registrations,
based on use, for marks wherein a single mark identifies
men’s, wonen’s and children’s clothing itenms, many of
which are the sane or simlar to the itens involved
herein. Although third-party registrations which cover a
nunber of differing goods and/ or services, and which are
based on use in comrerce, are not evidence that the marks
shown therein are in use or that the public is famliar
with them such registrations neverthel ess have sone
probative value to the extent that they nmay serve to
suggest that such goods or services are of a type which

may emanate froma single source. See In re Al bert

Trostel & Sons Co., 29 USPQ2d 1783 (TTAB 1993); and In re

11
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Mucky Duck Mustard Co. Inc., 6 USPQ2d 1467 (TTAB 1988).

While there is no per se rule that clothing itens are al
related, we find the evidence of third-party
registrations warrants the conclusion that applicant’s
goods are sufficiently related and/or simlar to those in
the two cited registrations that, if identified by
confusingly simlar marks, confusion would be |ikely.

Therefore, we conclude that in view of the
substantial simlarity in the comrercial inpressions of
applicant’s mark, PUCCI, and registrant’s mark, EMLIO
PUCCI, their contenporaneous use on the sanme and
ot herwi se closely related goods involved in this case is
likely to cause confusion as to the source or sponsorship
of such goods.

We are not convinced otherw se by applicant’s
argunments to the contrary. W agree with the Exam ning
Attorney that applicant’s argunents about differing
channel s of trade are unavailing because none of the
i nvol ved identifications of goods are |imted.

Simlarly, the involved products are broadly identified
and, thus, enconpass inexpensive everyday clothing itens
purchased by all consuners as well as expensive custom

clothing. Finally, we also do not infer any concl usion

of no likelihood of confusion fromthe district court
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deci sion involving applicant and the cited registrant,
nor do we find the district court decisions involving
di fferent products and the issue of infringement to be
relevant to the registrability issue before us.

Deci sion: The refusal to register under Section
2(d) of the Act is affirnmed with respect to Registration

Nos. 1,675,914 and 1, 687, 909.
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